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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 26 May 2006 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 23 and 25-52 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 23 and 25-52 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on is/are: a)D accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 26, 
2006 has been entered. 

Claims 23 and 25-52 are pending in this application. 

Drawings 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: reference characters 1 through 12 in Figure 1. Corrected drawing sheets in 
compliance with 37 CFR 1.121(d), or amendment to the specification to add the 
reference character(s) in the description in compliance with 37 CFR 1 .121(b) are 
required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement-drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121 (d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
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informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

In addition to Replacement Sheets containing the corrected drawing figure(s), 
applicant is required to submit a marked-up copy of each Replacement Sheet including 
annotations indicating the changes made to the previous version. The marked-up copy 
must be clearly labeled as "Annotated Sheets" and must be presented in the 
amendment or remarks section that explains the change(s) to the drawings. See 37 
CFR 1.121(d)(1). Failure to timely submit the proposed drawing and marked-up copy 
will result in the abandonment of the application. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 23 and 25-30 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for the specific antimicrobial metals, metal ions 
and silver salts recited in the instant specification, it does not reasonably provide 
enablement for generic metal, generic metal ion or generic silver. The specification 
does not enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention commensurate in scope with these 
claims. 
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Attention is directed to In re Wands, 8 USPQ2d 1400 (CAFC 1988) at 1404 
where the court set forth the eight factors to consider when assessing if a disclosure 
would have required undue experimentation. Citing Ex parte Forman, 230 USPQ 546 
(BdApIs 1986) at 547 the court recited eight factors: 

1) the quantity of experimentation necessary, 

2) the amount of direction or guidance provided, 

3) the presence or absence of working examples, 

4) the nature of the invention, 

5) the state of the prior art, 

6) the relative skill of those in the art, 

7) the predictability of the art, and 

8) the breadth of the claims. 

The instant specification fails to provide guidance that would allow the skilled 
artisan to practice the instant invention without resorting to undue experimentation, as 
discussed in the subsections set forth hereinbelow. 

1- The nature of the invention, state of the prior art, relative skill of 
those in the art, and the predictability of the art 

The claimed invention relates to an antimicrobial agent that is impact 
fused to a resin based powder. 

The relative skill of those in the art is generally that of a Ph.D. 

Metal Finishing represents a standard publication in the art and as such is 
directed to those having ordinary skill in the art. 



Application/Control Number: 10/807,726 Page 5 

Art Unit: 1614 

2. The breadth of the claims 

The claims are very broad and inclusive of any and all metals, metal ions, and 

silver. 

3. The amount of direction or guidance provided and the presence or 
absence of working examples 

The specification provides a limited number of metals; metal ions and silver 
salts/ions specified that demonstrate the prerequisite antimicrobial properties. 
However, if a metal, such as arsenic or lead were employed, (which is within the scope 
of the claims) the results would be potentially harmful. 

4. The guantitv of experimentation necessary 

Applicant fails to provide guidance and information sufficient to allow the skilled 
artisan to ascertain which specific metals, metal ions and silver, known or to be 
discovered, can be used to provide the antimicrobial effects without resorting to undue 
experimentation. The skilled artisan would expect the interactions of a particular metal 
and resin-based powder to be very specific and highly unpredictable absent a clear 
understanding of the structural and biochemical basis for each that would result in the 
"impact fusion" and the instant specification sets forth no such understanding nor any 
criteria for extrapolating beyond those actually demonstrated. Absent a reasonable a 
priori expectation of success for using the specific metals, metal ions and silver to effect 
the impact fusion with a resin based powder, one skilled in the art would have to 
extensively test many various combinations of metal, metal ions and silver with the 
resin-based powder to discover success in each case. Since each prospective 
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embodiment, and indeed future embodiments as the art progresses, would have to be 
empirically tested, and those which initially failed tested further, an undue amount of 
experimentation would be required to practice the invention as its is claimed in its 
current scope, because the specification provides inadequate guidance to do otherwise. 

Claims 35-52 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for the specific metals and metal ions in the instant 
specification, it does not reasonably provide enablement for generic antimicrobial 
metals or generic metal ions. The specification does not enable any person skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention commensurate in scope with these claims. 

Attention is directed to In re Wands, 8 USPQ2d 1400 (CAFC 1988) at 1404 
where the court set forth the eight factors to consider when assessing if a disclosure 
would have required undue experimentation. Citing Ex parte Forman, 230 USPQ 546 
(BdApIs 1986) at 547 the court recited eight factors: 

1) the quantity of experimentation necessary, 

2) the amount of direction or guidance provided, 

3) the presence or absence of working examples, 

4) the nature of the invention, 

5) the state of the prior art, 

6) the relative skill of those in the art, 

7) the predictability of the art, and 
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8) the breadth of the claims. 

The instant specification fails to provide guidance that would allow the skilled 
artisan to practice the instant invention without resorting to undue experimentation, as 
discussed in the subsections set forth hereinbelow. 

1. The nature of the invention, state of the prior art, relative skill of 
those in the art, and the predictability of the art 

The claimed invention relates to an antimicrobial agent (metal/metal ion) 
that is impact fused to a resin based powder. 

The relative skill of those in the art is generally that of a Ph.D. 

Metal Finishing represents a standard publication in the art and as such is 
directed to those having ordinary skill in the art. 

2. The breadth of the claims 

The claims are very broad and inclusive of any and all metals and metal ions. 

3. The amount of direction or guidance provided and the presence or 
absence of working examples 

The specification provides a limited number of metals and metal ions specified 
that demonstrate the prerequisite antimicrobial properties. However, if a metal, such as 
arsenic or lead were employed, (which is within the scope of the claims) the results 
would be potentially harmful. 

4. The guantitv of experimentation necessary 

Applicant fails to provide guidance and information sufficient to allow the skilled 
artisan to ascertain which specific metals and metal ions, known or to be discovered, 
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can be used to provide the antimicrobial effects without resorting to undue 
experimentation. The skilled artisan would expect the interactions of a particular metal 
and resin-based powder to be very specific and highly unpredictable absent a clear 
understanding of the structural and biochemical basis for each that would result in the 
"impact fusion" and the instant specification sets forth no such understanding nor any 
criteria for extrapolating beyond those actually demonstrated. Absent a reasonable a 
priori expectation of success for using the specific metals and metal ions to effect the 
impact fusion with a resin based powder, one skilled in the art would have to extensively 
test many various combinations of metal and metal ions with the resin-based powder to 
discover success in each case. Since each prospective embodiment, and indeed future 
embodiments as the art progresses, would have to be empirically tested, and those 
which initially failed tested further, an undue amount of experimentation would be 
required to practice the invention as its is claimed in its current scope, because the 
specification provides inadequate guidance to do otherwise. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 35-52 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

While claims 23 and 31, recite antimicrobial agents selected from (i) metal; (ii) 
metal ion; (iii) silver; or (iv) solid antimicrobial agent, each having an different indicator 
(i), (ii), (iii) and (iv), giving them each separate status, claims 35 and 44 recite anti- 
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microbial metals or metal ions (no silver) and claims 36-39, 43 and 45-52, are drawn 
to silver. Previously in claims 23 and 25-30, silver was separate from metal and metal 
ions, and now, confusingly, the metal and metal ions include silver. Clarification is 
required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 23 and 25-30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sagawa et al. 

Sagawa et al. teach a method of preparing powder coatings by employing resin 
powder such as epoxy, acrylic and polyester, metals and inorganic powders with low 
fusion points (column 6, lines 25-46 especially lines 39-41 ) that are impact fused by 
strong impact (see column 5, lines 51-52). Metals such as aluminum, copper, silver, tin, 
zinc and their alloys are employed (column 61 lines 59-61 ). The impact media is fused 
by vibration or stirring together (see column 3, line 57 to column 4, line 34). 

It differs in that the reference does not teach that metals are antimicrobial agents, 
however, products of identical chemical composition (i.e. silver) can not have mutually 
exclusive properties." A chemical composition and its properties are inseparable. 
Therefore, if the prior art teaches the identical chemical structure, the properties 
applicant discloses and/or claims (i.e. antimicrobial properties) are necessarily present. 
In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) (Applicant 
argued that the claimed composition was a pressure sensitive adhesive containing a 
tacky polymer while the product of the reference was hard and abrasion resistant. "The 
Board correctly found that the virtual identity of monomers and procedures sufficed to 
support a prima facie case of unpatentability of Spada's polymer latexes for lack of 
novelty."). 
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Regarding the "glass transition temperature" of claims 27 and 30, the samples 
were subjected to curing at 150° for 2 hours (column 15, line 18). 

No claims are allowed. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Donna Jagoe whose telephone number is (571 ) 272- 
0576. The examiner can normally be reached on Monday through Thursday from 9:00 
A.M. - 3:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571) 272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Donna ^dagoe 
Patent Examiner 
Art Unit 1614 




November 21, 2006 




ARDINH. MARSCHEL 
SUPERVISORY PATENT EXAMINER 



